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BRIEFING ON INFORMATION TECHNOLOGY LAW

PROTECTING YOUR COMPANY’S INTELLECTUAL PROPERTY: COPYRIGHTSAND PATENTS
Part One of a Three Part Seriest

I INTRODUCTION

The laws which cover Trademarks, Copyrights, Patents and Trade Secrets collectively protect
what is referred to as “intellectua property”. For a business, this may include product brand names,
advertisng copy, invented products and cusomer lists. The first newdetter in this series examined
Trademarks - the words, dogans and logos that identify the source of products sold, or the services
rendered, by abusiness. Part Two of this series examines Copyright Law and Patent Law in a continuing
effort to provide an overview of intellectud property law for the business manager.

. COPYRIGHT FUNDAMENTALS
A. What is a Copyright?
A copyright isnot agngleright. Rather, itisa“bundle’ of rights which are exclusvely granted to

the author of a“work”. Generaly, a copyright protects the origina works of an author by granting the
author, among other rights, the exclusive right to reproduce and to digtribute the

'Part1 of this series dedlt with Trademarks.. Part Three of the series will dedl with Trade
Secrets.
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copyrighted materid. Specificaly, federd law, through The Copyright Act of 1976, grants the holder of
acopyright the exdlusive right to do the following:

To reproduce the copyrighted work in copies or phonorecords;

To prepare derivative works based upon the copyrighted work;

To digtribute copies or phonorecords of the copyrighted work to the public by sde or other
transfer of ownership, or by renta, lease, or lending;

To perform the copyrighted work publicly, in the case of literary, musicd, dramétic, and
choreographic works, pantomimes, and motion pictures and other audiovisua
works; and

To display the copyrighted work publicly, in the case of literary, musica, dramétic, and
choreographic works, pantomimes, and pictorial, graphic, or sculptural works,
including the individua images of amoation picture or other audiovisud work; and
in the case of sound recordings, to perform the work publicly by means of adigitd
audio transmisson.

Accordingly, this“bundle’ of rightsincludes not just the right to copy the work - or to “reproduce’
it - but aso the right to distribute, sdll or lease the work, to display the work or to perform it publicly. As
well, the holder of the copyright has the exclusive right to prepare derivative works - works which are
based on the copyrighted materid.

B. What Can Be Protected by Copyright?

Copyright protection extends to any “origind work of authorship” that is “fixed in a tangible
medium of expresson”. Theterm “work of authorship” includes books, jewelry designs, sculpture, songs,
music, computer programs and Smilar cregtions. Specificdly, The Copyright Act ligs the following
categories of works as protectable:

literary works,

musica works, including any accompanying words,
dramatic works, including any accompanying music;
pantomimes and choreographic works,

pictorid, graphic, and sculptura works;

motion pictures and other audiovisua works;

sound recordings,; and

architectura works.

These categories should be regarded broadly. For example, computer programs may be registered

as “literary works’ and maps may be registered as “pictorid, graphic, and sculptura works’.
Copyrightable subject matter has dso included fabric designs, photographs, and financid research reports.
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In addition to faling within one of the above enumerated categories, a work must meet two additiond
requirements in order to qualify for copyright protection. Firgt, the work must be “origind”. Second, the
work mugt bein “fixed” form.

1 The*“ Originality” Requirement

Thethreshold of origindity required for copyright digibility isrdatively low. Thework must merdy
be the author’s own product. In short, to be “origind”, the work must owe its origin to the author. The
work must, however, contain a sufficient measure of independent human effort. The work cannot be the
result of copying. Further, the amount of time spent preparing the work is irrdlevant if the work lacks
origindity. For example, certain collections of factud data, such as the “white pages’ in a telephone
directory, do not contain the necessary degree of origindity to be eigible for copyright protection.
Credivity, in some minima form, is necessary. However, the sandard for “originality” does not require
that the work be novel, ingenious, or posses aesthetic merit.

2. The*" Fixation” Requirement

In addition to being “origind”, the work must be “fixed” in atangible medium of expresson. The
term “fixed” means memoridized in some fashion such aswritten or recorded. The medium of expression
can be words, numbers, notes, sounds, pictures or any other symbolic indicia. Moreover, the medium can
be embodied in written, printed, photographic, sculptura, magnetic or other form and be ether capable of
perception directly or capable of perception through means of a machine. Works that are expressed but
have not been fixed in atangible form, such as an unrecorded speech or an untaped live broadcast, are not
capable of protection.

C. What Is Not Eligible for Copyright Protection?

Certain categories of materia are generdly not digible for copyright protection. As noted, above,
awork which isnot origind or awork which has not been fixed in atangible form is not protectable under
copyright law. Similarly unprotectable are: titles, names, or dogans, familiar symbols or designs, mere
vaiaions of typogragphic ornamentation, lettering, or coloring; mere lisings of ingredients or contents; works
conggting entirdy of information that is common property and contains no origind authorship, such as

Some compilations may be protectable if they contain the requisite degree of origindity in
selection, coordination or arrangement. For example, one federa court of appeds held that a business
directory was copyrightable where the creator had excluded certain businesses from the listings based
upon assessments of the companies’ longevity and arranged the ligting into categories designed to
apped specificdly to the Chinese-American community. However, another federa court of appeds
found yellow pages listing not to be copyrightable despite certain acts of creative sdection involved in
gructuring the ligtings
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standard caendars, charts, and lists taken from public documents or other common sources.

Perhaps most importantly, copyright protects the expresson of anidea, but not the idea itself.

For example, one could not copy John Steinbeck’s novel The Grapes of Wrath without infringing the

copyright on that work. One could, however, use the generd idea.embodied in the novel and write a story

about a family moving to the west coast during the Great Depresson without infringing on the copyright
which protects the work.

In sum, a copyright holder does not have a monopoly over an idea. In fact, ideas, procedures,
methods, systems, processes, concepts, principles, and discoveries are dl excluded from copyright
protection. In thisvein, courts have excluded from protection ideas for televison programs, novels, books
and plays, systems of bookkeeping, shorthand, and selling a product; and plans for marketing research.

D. How Are Copyright I nterests Acquired?

Copyright protection arises automaticaly once the work of an author is fixed in tangible form.
There is no need to register awork in order to protect it. However, registration is required in order to
enforce these rights through initiation of an infringement action in court. Aswel, there are cartain additiond
benefits which accrue upon regigtration.

E. Registration of Copyrights

The regigration process entails completion of the gppropriate gpplication for the type of work and
filing a copy of the work and a $20.00 filing fee with the Copyright Office in Washington, D.C. A
registration may be made a any time within the life of the copyright, but it should be made as quickly as
possible after the origina work is created in order to ensure the widest range of the statutory protections.

F. Benefits of Copyright Registration

Specificdly, if regigered with the Copyright Officein the Library of Congress, certain specific rights
are afforded the copyright holder, including the following:

Regidration establishes a public record of the copyright clam;

Before an infringement suit may be filed in court, regidration is necessary;

If mede before or within 5 years of publication, regidtration will establish prima facie evidence in court
of the validity of the copyright and of the facts Sated in the certificate;

1 If regigration is made within 3 months after publication of the work or prior to an
infringement of the work, statutory damages and atorney’ s fees will be available to the copyright owner in
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court actions. Otherwise, only an award of actua damages and profitsis available to the copyright owner;
and

2. Regidration alows the owner of the copyright to record the registration with the U.S.
Customs Service for protection againgt the importation of infringing copies.

G. Who Owns a Copyright?

In short, the author who created the work holds the copyright interest. However, who is defined
as the author may depend upon the circumstances.

1 Jointly Created Works

The authors of ajointly crested work are co-owners of the copyright in the work unlessthereis an
agreement to the contrary. However, in determining whether awork isajoint work, each author must have
an intent a the time of creation that the work be merged into inseparable or interdependent parts of asngle
work.

2. Work For Hire

In the case of works referred to as “made for hire’, the employer and not the employee is
congdered to be the author. A work is*made for hire’ if it was either awork prepared by an employee
within the scope of his or her employment or it is one of severd specificaly enumerated commissoned
works prepared by an independent contractor under certain conditions.

a. Employee Made Works

If awork was prepared by an employee within the scope of his employment and there is no
agreement to the contrary, awork is deemed to be one made for hire. If consdered awork for hire, the
author for purposes of copyright law is the employer, not the employee. What condtitutes an “employeg’
is defined by the law of Agency and often requires particular factua analysis, but from a practica point of
view. If anindividud is an employee in the commonly understood sense of the word, heismost likely an
employee, and not an independent contractor, under copyright law.

It is important to remember that in order for such works to belong to the employer, the actud
creator of the work must both be an employee and have created the work within the scope of his

For example, one of the factors considered in making this analysis under the law, and one which
is accorded great weight, is whether the employer withholds taxes and provides benefits to the
purported employee. The withholding of taxes and the extension of benefits are srong indicia that an
individud is an employee and not an independent contractor.
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employment. Such an analys's requires specific examination of the facts and andlyss of the gpplicable law.
Needless to say, not al works created by an employee will belong to the employer.

b. Non-Employee Commissioned Works

Certain types of works authored by non-employees (independent contractors) may aso be deemed
to be the property of the person who hires the independent contractor. In order to be designated a“work
for hire’, the specidly ordered or commissioned work must fal into one of the following nine categories.

for use as a contribution to a collective work;

for use as a part of amotion picture or other audiovisua work;
trandations,

supplementary works (e.g. forwards, prefaces, illustrations);
compilations;

ingructiond texts;

tests;

answver materid for tests; or

atlases.
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In addition to faling within one of these nine categories, the parties must dso expresdy agreein a
written instrument signed by both the parties that the work is to be consdered one made for hire.

The nine enumerated categories are rather restrictive and, in most cases, represent subject matter
with which the mgority of businesses will not typicaly dedl. It is, accordingly, important to remember thet
works created by independent contractors which are of a type other than those listed among these nine
categories will not quaify as awork for hire regardless of the intent of the parties. Initia ownership of
workswhich fal outside these nine categories will vest in the independent contractor who crestesit rather
than in the party who commissionsit. In order for the copyright to be transferred to the hiring party, the
independent contractor must assign the copyright in accordance with specific formalities.

This latter fact is of great sSgnificance to most businesses since independent contractors are
frequently hired to perform any number of functions that involve copyright interests, from congtructing an
Internet Web Site to writing advertisng copy. It isimportant that mangers be familiar with the Strictures
imposed by copyright law in this regard in order to avoid possible later clams of copyright infringement by
an independent contractor who was hired and paid to create a particular work.

H. Providing Notice of Copyright

A copyright notice need not be used under U.S. law, dthough it is often beneficid, such asto avoid
clams of innocent infringement. The notice should contain the symbol 8, the word "Copyright” or the
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abbreviation "Copr.", the year of firgt publication of the work, and the name of the copyright owner. A
typica notice might read: 8 1998 John Doe.
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l. Duration of Copyright Protection

A work that is created and fixed in tangible form on or after January 1, 1978, is automaticaly
protected from creation for a period enduring for the author’s life plus 70 years. In the case of awork
prepared by two or more authors who did not work for hire, the term lasts for 70 years after the last
surviving author’s death.  For works made for hire, the duration of copyright will be 95 years from
publication or 120 years from cregtion, whichever is shorter.

kkkkk*k

1. PATENT LAW FUNDAMENTALS

Broadly spesking, patents protect inventions. There are two main forms of patents granted by the
United States Patent and Trademark Officer utility patents and design patents. A utility patent (sometimes
referred to as a“functiona patent” or “utilitarian patent”) is granted to creators of new, useful, and non-
obvious inventions and processes. A design patent is granted to creators of new, ornamental and non-
obvious desgns. Both forms of patent protection give the inventor the right to exclude others from making,
using, offering for sde, or sdling the invention in the United States or importing the invention into the United
States. The patent does not give the owner the right to produce the invention, however, such manufacture
or sdle could infringe on an earlier granted patent.

A. What Can Be Patented?
1. Utility Patents

A patent can be obtained by one who “invents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and useful improvement thereof”. Excluded from this
definition are things such as naturaly occurring products of nature and physical phenomenon. Such patents
are often referred to as “ utility patents’ or “functiond patents’.

2. Design Patents

Patents may dso be issued for “any new, origind and ornamenta design for an aticle of
manufacture”. These are commonly referred to as “design patents’. As opposed to a utility patent, the
uniqueness for patentability of design does not relate to the item’s structure, operation or function, but
ingead isfound in its ornamenta configuration and gppearance. The design must, however, contain some

For works created before January 1, 1978, the duration of protection is67 yearsin al the
enumerated categories.
A third type of patent is plant patents which protects asexua reproduction of new plants.
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minimd leve or ornamentd origindity. Design which is dictated by the function and utility of an item is not
aproper subject for adesign patent.

Design patents have been issued for the ornamenta aspects of kitchen faucet designs, golf club
heads and eyeglasses. In some instances, the three dimensional shape of an item may be subject to
copyright protection (as athree dimensiona work of art), or trademark protection (under “trade dress’
which protects the non-functiond design of certain shapes used as trademarks) as well as design patent
protection.

B. Test of Patentability
The patentability of an item is determined by application of athree part test:
1. Theinvention must be “useful”;

The invention must be “novety”; and
3. The invention must not be an “obvious’ variaion of what isdready in prior art.

N

Mesting the firgt requirement of “usefulness’ is generdly not difficult. In order to be considered
“useful”, the invention must merdly be cgpable of being utilized to some use which is beneficid to society.

To meet the second requirement of “novelty”, the invention must be different in some manner from
the prior-existing Sate of the art. The prior existing sate of the art is commonly referred to asthe “prior
at’. “Prior at” isanything in use, on sde or otherwise known within the United States before the creetion
of theinvention. “Prior art” isdso anything described in patent or other printed publications in the United
States or abroad ether before the invention date or more than one year before the inventor’ s filing of a
patent gpplication. Accordingly, if the inventor describes the invention in a printed publication, uses the
invention publicly, or places it on sde, apatent must be applied for before the passage of one year or any
rights to a patent will belost.

The degree of difference an invention must have over prior art in order to meet the “novelty”
requirement is reaively minima. Essentidly, the criticd issue for “novelty” iswhether a difference exigs

The amount of difference required is addressed in the third prong of the test which dedls with *non-
obviousness’.

The “non-obviousness’ requirements dictate that the invention be sufficiently different from prior
art so0 that it does not gppear as a naturd or logica outgrowth, extension, gpplication or combination of
items or information within the prior art. Specificdly, the rdevant satutory language Sates that

[a patent may not be obtained though the invention is not identicaly
disclosed or described . . . [under the section dedling with “novelty”] . . .
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if the differences between the subject matter sought to be patented and the
prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary
skill in the art to which said subject matter pertains.

Thisthird prong of the patentability test is perhaps the most complicated. Theissue of whether an
invention is not an obvious outgrowth of the prior art is somewhat of a subjective one, but in essence, this
requirement mandates that Some degree of unique inventive thought must go into an invention beyond the
skill of an ordinary worker in the rdlevant fiddd. For example, subgtitution of one materia for another in an
invention, or effecting changesin size, are ordinarily not patentable.

C. Securing A Patent

A patent is secured by filing an application with the United States Patent & Trademark Office. The
gpplication contains a written description of the invention, one or more drawings of the invention and one
or more dlams defining the particular inventive subject metter. Filing of the application should be preceded
by a paent search which examines the relevant prior at in order to evduate the patentability of the
invention.

Once filed, the gpplication is evauated by an Examining Attorney at the Patent & Trademark
Office. The Examining Attorney typicaly has a background or specific training in the rlevant area of
technology. The Examining Attorney examines the prior art and makes an evauation as to whether the
invention possesses sufficient utility, novelty and non-obviousness to pass the previoudy referenced three
prong test.

D. Duration of Protection

Once granted, a utility patent protects an invention for a period of 20 years from the date of filing.
A design patent protects an invention for a period of 14 years from the date of grant.

V. CONCLUSION

Protecting the intellectud property of a business should be a primary concern of every commercid
enterprise. Securing a company’ s rights through the use of Copyright law and Patent law is one method
of ensuring that eigible materid is afforded the maximum protection available under the law.

Next Issue: Trade Secrets
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These materids are merely asummary, published for tutoria purposes only, and are not published for the
purpose of rendering legd advice.

About theFirm

FRIEND, HUDAK & HARRIS, LLP concentrates its practice in the representation of information
technology clients. The Firm’s attorneys combine extengve experience in corporate/commercid law with
mestery of computer/communicationslaw and intdlectud property. Asaresult, the Firmis uniquely suited

to represent growing information technology companies across al areas of corporate, commercia and
information technology law.
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