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[ I ntroduction

The success of acommercid enterprise often rises or fals on whether one company has ideas that
are better than those of its competitors. Those ideas, as they take form in the products a business
manufactures or the services that it renders, are the lifeblood of the company. The execution and
embodiment of abusness idea, whether in the form of anew computer program, anew power generator
or aparticular branding to accompany a product or aunique style of rendering a service are protected by
abody of law collectively referred to as “intdllectud property law”.

Trademarks, Copyright, Patents and Trade Secrets al come under the broader heading of
“intelectua property law”. Although there is often confuson as to the interreation between these specific
areas of the law, each fidd isvery distinct from the others. In brief, a Trademark isaword, dogan or logo
that identifies the products or services of abusiness. A Copyright protects origind “writings’ by granting
the author the exclusive right to reproduce and distribute the copyrighted materid. The term “writings’ is
broad and includes books, jewelry designs, sculptures, songs, music, computer programs and smilar
cregtions. A Patent grants to creators of new, useful, and non-obvious inventions and processes the right
to exclude others from manufacturing, using or selling the patented invention or process. A trade secret is
any formula, pattern, or compilation of information used in one' s business which provides an advantage over
competitors who do not know or use it. Trade secrets include chemica compounds, processes for
manufacturing, treating or presarving materias, patterns for machines or other devices and ligts of
customers.

Ypart 2 of this series will dedl with Copyrights & Peterts Part Three of the serieswill deal with Trade Secrets.
© FRIEND, HUDAK & HARRIS, LLP, 1999.



From alegd point of view, thereisrarely any merger between Trademark, Copyright, Patent and
Trade Secret law.? However, from apractical point of view, consumers routingly encounter products which
are protected by dl three branches of intellectud property law. For example, a computer may bear the
IBM Trademark, contain ahard drive patented by Simple Technologies and run on copyrighted Windows
98 software devel oped by the Microsoft Corporation.

In operating abusiness, it isimportant to have a basic understanding of these areas of law in order
to assess how the expression and embodiment of your business ideas can be protected from your
competitors.

M. TRADEMARK FUNDAMENTALS
A. TRADEMARKS & SERVICE MARKS

A Trademark is a word, dogan or logo attached to consumer goods such as appliances, food
products and automobiles. Although less frequently encountered, Trademarks can adso be in the form of
sounds, colors and even scents. Trademarks serve to distinguish one business products from those of
competitors and to identify the source of the goods. The brand name “ Coke’, the dogan “It’s the Redl
Thing” and the digtinctive, cursve Coca-Colalogo are dl Trademarks uniquely associated with a Specific
product and source.

A Service Mark functions like a Trademark, but is used in connection with the rendering of
sarvices, rather than the sdle of goods. The Delta Air Lines logo is an example of a Service Mark. A
consumer does not purchase a pecific good from Deta Air Lines, but rather, the services of air trangport.

Like a Trademark, a Service Mark functions to distinguish one business services from those of a
compstitor.

B. Use OF THE®™ ' SymBOLS
A Trademark is designated by the use of the ™ symbol. A Service Mark is designated by the use
of the® symbol. If atrademark or Service Mark isregistered federdly, it may be designated by
use of the ™ symbol.>

C. The Vaue of a Trademark

ZAn exception to this general proposition can be seen with software, which was previousy
protected dmost exclusvely by Copyright law, and to a lesser extent by trade secret law, and now
sometimes by Patent law. Additiondly, Trademarked logos are often copyrighted as an extra layer of
protection.

3For dl intents and purposes, a Trademark and a Service Mark are trested identically for
purposes of this discussion and shal hereafter be referred to collectively as“ Trademarks’ or “Marks'.
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Customer loydty to a brand often condtitutes a large part of a company's business “goodwill”.
Accordingly, Trademark protection should not be thought of as a secondary concern. The goodwill
surrounding a particular brand of goods or service is protected, in part, by protecting the Trademark from
infringing use by others. Infringement isthe use of an identicd or confusngly smilar Mark in connection with
goods or services which areidentical or smilar to those covered by the Trademark.

D. How Rightsto a Trademark Are Established

Rightsin a Trademark are established by use. Accordingly, if abusness wishesto establish rights
inaTrademark, it must use the Mark in commerce. Unlessfederdly registered, the right to the use of the
Mark is established only wherethe Mark isused. If, for example, a product bearing a particular Trademark
issold only throughout the states of Georgia, South Carolina and North Caroling, the protection afforded
the Trademark will be limited to those three (3) Satesdone. Thisisreferred to as* common law usage’.

A Trademark can be registered on the State or federd level. Federd regigtration, however, is
preferable as it provides protection throughout the entire United States. Therefore, if abusiness wishesto
edtablish rightsto a Trademark nationwide, as a practical matter, it must register the Mark with the Patent
& Trademark Office near Washington, D.C..

In order to secure federd regidration, it is necessary that the Mark bein usein commerce currently
or be aMark which the gpplicant intends to use in interstate or international commerce. Also, the Mark
must be inherently registerable - certain types of Marks, such as“generic’ Marks, cannot be registered.

If the Mark is registerable, an gpplication must be filed, dong with appropriate fees, with the Patent and
Trademark Office. The gpplication is eventudly examined by an atorney within the Patent and Trademark
Office and elther granted or denied registration.

E. THE REGISTRATION PROCESS

Before an gpplication for registration with the Patent and Trademark Office is submitted, a
proposed Mark should be cleared through a Trademark clearance search. It isimportant to conduct a
clearance search not only to determine if the Mark is available for regigtration, but aso to ensure that the
use of the Mark will not infringe on the registered Trademark of another company. After adearance search
is conducted, an gpplication is completed and submitted to the Patent and Trademark Office dong with a
filing fee of Two Hundred and Forty Five Dollars ($245.00) per international dlass. * An gpplicant who has
dready begun usng a Mark in commerce may file a"use" based gpplication. An gpplicant who has not
begun using aMark in commerce may file an "intent-to-use" gpplication based on the gpplicant’ s bona fide

*Good and sarvices are scheduled within an International Classification scheme according to the
nature of the goods and services. For example, fabric iswithin one internationd class, business services
arein another.
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intention to use the Mark in commerce.

Within a few months of submisson, the application is reviewed by an atorney within the Patent
& Trademark Office, referred to as an Examining Attorney. Upon review, it is not uncommon for the
examining atorney to raise issues that must be addressed prior to agrant of registration. For example, the
service or goods descriptions must frequently be amended or revised. Similarly, the Examining Attorney
may refuse registration based on lega grounds. A common basis for refusing regigtration is that the Mark
isdecriptive. Another common basisisthat thereisalikeihood thet the Applicant's Mark will be confused
with another registered Mark.

If the Examining Attorney has no objections to regidration of the Mark, or if the applicant
overcomes dl objections raised by the Examining Attorney, the Mark will be approved for publication in
the Official Gazette, ajournd printed weekly by the PTO. Upon publication, any party who believesit
may be damaged by the regigtration of the Mark may file an oppostion within thirty (30) days of the date
of publication.

If no party files an objection, the PTO will register the Mark and issue aregidration certificate if
the gpplication was based upon use of the Mark in commerce. If the Mark was published based upon an
intent to use goplication, the PTO will issue aNatice of Allowance. The gpplicant then has sx months from
the date of the Notice of Allowance to ether use the Mark in commerce and submit a Statement of Use,
or to request a six-month Extenson of Timeto File a Statement of Use. The applicant may request up to
five (5) additiona extensons of time. After a Statement of Useisfiled, the PTO will issue a certificate of
regigtration.

The entire application process generdly takes eight to twelve months.  In certain ingtances,
however, it may take longer. If regidration of a Mark is granted, the registration will be effective for a
period of ten (10) years. It is necessary, however, to file an Affidavit of Use between the fifth and sixth
yearsfollowing regigration and arenewa every ten yearsin order to keep the regidtration active. Aslong
asthe Mark is used in commerce and the gppropriate filing made with the Patent and Trademark Office,
a Trademark can remain federdly registered indefinitely.

F. BENEFITS OF FEDERAL REGISTRATION

Federd regidration is not required to establish rights in a Trademark or to begin usng a Mark.
However, federa regigtration provides benefits beyond those acquired merdly by useof aMark. Chiefly,
the holder of the Mark is presumed entitled to use the Mark nationwide and an infringing party may have
its infringing use of the Mark enjoined. The infringer may aso be subject to pay atorney’s fees and
damagesif found ligble.

1. CONCLUSION

Protecting the intdlectud property of abusness should be a primary concern for every commercid
enterprise. Securing federa regigtration for company Trademarks and Service Marks is the first step in
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protecting vauable business goodwill.

Next Issue: Copyrights & Patents

These materids are merely asummary, published for tutoria purposes only, and are not published for the
purpose of rendering legd advice.

About theFirm

FRIEND, HuDAK & HARRIS, LLP concentrates its practice in the representation of information
technology dients. The Firm'’s attorneys combine extensive experience in corporate/commercid law with
mastery of computer/communications law and intdlectud property. Asaresult, the Firmis uniquely suited

to represent growing information technology companies across al areas of corporate, commercia and
information technology law.

© FRrRIEND, HuDAK & HARRIS, LLP, 1999.



